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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1. t36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- if NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this comnuinicalion. 
• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to'communication(s) filed on 19 April 2002 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex pa/Te Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [E1 Clairn(s) 1-19 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 0 Claim(s) 1,3.4,9.14 and 15 is/are rejected. 

7) 13 Claif7i(s) 2,5-8. 10-13 and 16-19 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) [3 The specification is objected to by the Examiner. 

10) S The drawing(s) filed on 19 April 2002 is/are: a)S accepted or b)n objected to by the Exaininer. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1 .85(a) 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d) 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)|E! All b)n Some " c)^ None of: 

1 .□ Certified copies of the prioiity documents have been received. 

2.12 Certified copies of the priority documents have been received in Application No. 10/018.226 . 
3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

t 

Attachment{s) 

1) H Notice of References Cited (PTO-892) 4) Q Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PT0.948) Paper No(s)/Mail Date. . 

3) H Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date 12/14/2001 . 6) □ Other: . 

U 8 Patent and Trademark Office ---------- . _ , 

PTOL.326 (Rev. 7-05) Office Action Summary Part of Paper No./Mail Dale 0111 2006 



Application/Control Number: 10/018,226 
Art Unit: 2664 



Page 2 



DETAILED ACTION 

Specification 

1 . Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information, 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

2. The abstract of the disclosure is objected to because it is not within the range of 
50 to 150 words. Correction is required. See MPEP § 608.01(b). 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
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Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 
4. Claims 1, 3, 4, 9, 14 and 15 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Menard (WO 99/14929). 

Referring to claim 1 , Menard discloses a method for optimizing data transmission 
in a telephone network, characterized in that the method comprises at least steps, in 
which 

a first switching network (Fig. 2 ref. sign 34 and respective portions of the spec.) 
element examines, if the incoming leg of a user data connection is transmitted from a 
second switching network element (Fig. 2 ref. sign 44 and respective portions of the 
spec.) via a packet data network (Fig. 2 ref. sign 30 and respective portions of the 
spec.) and if the outgoing leg of the same user data connection is transmitted to a third 
switching network element (Fig. 2 ref. sign 54 and respective portions of the spec.) via 
said packet data network (Fig. 2 ref. sign 30 and respective portions of the spec), 

if both the incoming and the outgoing legs are transmitted via said packet data 
network (Fig. 2 ref, sign 30 and respective portions of the spec), said first switching 
network element (Fig. 2 ref. sign 34 and respective portions of the spec) indicates to 
one of said second (Fig. 2 ref. sign 44 and respective portions of the spec.) and third 
switching network elements (Fig. 2 ref. sign 54 and respective portions of the spec.) an 
address (IP address, Pages 11-15) of said packet data network (Fig. 2 ref. sign 30 and 
respective portions of the spec) corresponding to the other of said second (Fig. 2 ref. 
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sign 44 and respective portions of the spec.) and third switching network elements (Fig. 
2 ref. sign 54 and respective portions of the spec). 

Referring to claim 3, Menard discloses a method according to claim 1 , 
characterized in that said second and third switching network elements is said second 
switching network element (Fig. 2 ref. sign 44 and respective portions of the spec.) and 
said other of said second and third switching network elements is said third switching 
network element (Fig. 2 ref. sign 54 and respective portions of the spec). 

Referring to claim 4, Menard discloses a method according to claim 1 , 
characterized in that said packet data network (Fig. 2 ref. sign 30 and respective 
portions of the spec) is an IP network and said address of said packet data network is 
an IP address (IP address, Pages 11-15). 

Referring to claim 9. Menard discloses a method according to claim 1, 
characterized in that said connection is a speech (analog signal, page 12 lines 10-15) 
data connection. 

Referring to claim 14, Menard discloses a switching network element of a 
telephone network, characterized in that the network element comprises at least 

means (Fig. 2 ref. sign server and respective portions of the spec) for examining 
the incoming and outcoming legs of connections and for producing an output if both said 
legs of a connection are transmitted via a packet data network (Fig. 2 ref. sign 30 and 
respective portions of the spec) instead of a circuit-switched connection, 

means (agent software, Pages 11-15) for indicating a packet data network 
address (IP address, Pages 11-15) corresponding to one of the switching network 
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element at the' receiving end of said outgoing leg and the switching network element at 
the originating end of said incoming leg to the other of the switching network element at 
the receiving end of said outgoing leg and the switching network element at the 
originating end of said incoming leg as a response to said output, and 

means (Fig. 2 ref. sign 44 and respective portions of the spec.) for sending a 
connection release message as a response to said output to said one of the switching 
network element at the receiving end of said outgoing leg and the switching network 
element at the originating end of said incoming leg. 

Referring to claim 15, Menard discloses a switching network according to claim 
14, characterized in that said one of switching network element (Fig. 2 ref. sign 44 and 
respective portions of the spec.) at the receiving end of said outgoing leg and the 
switching network element at the originating end of said incoming leg is the switching 
network element at the receiving end of said outgoing leg; and said other of the 
switching network element (Fig. 2 ref. sign 54 and respective portions of the spec.) at 
the receiving end of said outgoing leg and the switching network element at the 
originating end of said incoming leg is the switching network element at the originating 
end of said incoming leg. 

5. Claims 1, 3, 9, 14 and 15 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Oda et al. (EP 0 909 064 A2). 

Referring to claim 1, Oda et al. discloses a method for optimizing data transmission in a 
telephone network, characterized in that the method comprises at least steps, in which 
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a first switching network element (Fig. IB, Gatekeeper and respective portions of 
the spec.) examines, if the incoming leg of a user data connection is transmitted from a 
second switching network element (Fig. 1B, Gateway 1 and respective portions of the 
spec.) via a packet data network (Fig. 1 B ref. sign 1 5 and respective portions of the 
spec.) and if the outgoing leg of the same user data connection is transmitted to a third 
switching network element (Fig. 1 B Gateway 2 and respective portions of the spec.) via 
said packet data network (Fig. 1 B ref. sign 15 and respective portions of the spec), 

if both the incoming and the outgoing legs are transmitted via said packet data 
network (Fig. 1 B ref. sign 15 and respective portions of the spec), said first switching 
network element (Fig. 1B, Gatekeeper and respective portions of the spec.) indicates to 
one of said second (Fig. 1 B, Gateway 1 and respective portions of the spec.) and third 
switching network elements (Fig. 1B Gateway 2 and respective portions of the spec.) an 
address (Fig. 1 B, Address and respective portions of the spec) of said packet data 
network (Fig. IB ref. sign 15 and respective portions of the spec) corresponding to the 
other of said second (Fig. 1 B, Gateway 1 and respective portions of the spec.) and third 
switching network elements (Fig. 1 B Gateway 2 and respective portions of the spec). 

Referring to claim 3, Oda et al. discloses a method according to claim 1 , 
characterized in that said second and third switching network elements is said second 
switching network element (Fig. 1 B, Gateway 1 and respective portions of the spec.) 
and said other of said second and third switching network elements is said third 
switching network element (Fig. IB Gateway 2 and respective portions of the spec). 
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Referring to claim 9, Oda et al. discloses a method according to claim 1, 
characterized in that said connection is a speech data connection (connection, [0041]). 

Referring to claim 14, Oda et al. discloses a switching network element of a 
telephone network, characterized in that the network element comprises at least 

means (Fig. IB, Gatekeeper and respective portions of the spec.) for examining 
the incoming and outcoming legs of connections and for producing an output if both said 
legs of a connection are transmitted via a packet data network (Fig. IB ref. sign 15 and 
respective portions of the spec.) instead of a circuit-switched connection, 

means (Fig. 1 B ref. sign AK and respective portions of the spec.) for indicating a 
packet data network address (Fig. IB, Address and respective portions of the spec.) 
corresponding to one of the switching network element at the receiving end of said 
outgoing leg and the switching network element at the originating end of said incoming 
leg to the other of the switching network element at the receiving end of said outgoing 
leg and the switching network element at the originating end of said incoming leg as a 
response to said output, and 

means (Fig. 1 B, Gateway 2 and respective portions of the spec.) for sending a 
connection release message as a response to said output to said one of the switching 
network element at the receiving end of said outgoing leg and the switching network 
element at the originating end of said incoming leg. 

Referring to claim 15, Oda et al. discloses a switching network according to claim 
14, characterized in that said one of switching network element (Fig. 1B, Gateway 1 and 
respective portions of the spec.) at the receiving end of said outgoing leg and the 
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switching network element at the originating end of said incoming leg is the switching 
network element at the receiving end of said outgoing leg; and said other of the 
switching network element (Fig, 1 B Gateway 2 and respective portions of the spec.) at 
the receiving end of said outgoing leg and the switching network element at the 
originating end of said incoming leg is the switching network element at the originating 
end of said incoming leg. 

Allowable Subject Matter 

6. Claims 2, 5-8, 10-13 and 16-19 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

Conclusion 

7. Any response to this action should be mailed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria. VA 2231 3-1 450 

or faxed to: 

(571) 273-8300, (for formal communications intended for entry) 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jamal A. Fox whose telephone number is (571 ) 272- 
3143. The examiner can normally be reached on Monday-Friday 6:30 AM - 5:00 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wellington Chin can be reached on (571) 272-3134. The fax phone number 
for the organization where this application or proceeding is assigned is (571) 273-8300, 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to 2600 Customer Service whose telephone number is 
(571)272-2600. 
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